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DETAILED ACTION 

Response to Arguments/Amendments 

1 . The 35 USC 101 rejection set forth in the prior Office action has been withdrawn. 

2. Applicant's arguments filed May 27, 2010 have been fully considered but they are not 
persuasive. 

With respect to the 35 USC 103(a) rejections over DE '035, or Heim, Applicant argues 
that the quoted passage of Heim (col. 5, lines 35-37) does not provide any teaching that the 
spacer/dielectric layer D of the Heim publication can be printed on. Applicant states that Heim 
clearly discloses that each of the layers A, D, R, M are preferably produced by means of vacuum 
vapor deposition, and that the full passage states "Apart from vapor deposition methods layers 
can, if possible, also be printed on. Here the magnetic layer can be placed in the layer structure 
with the use of suitable printing inks." Applicant argues that thus, Heim only discloses that it is 
possible to print the magnetic layer, but does not disclose or suggest that it is possible to print the 
dielectric/spacer layer, as is required by pending claims 1 and 3 1 . The Examiner disagrees. DE 
'035 (Heim) states that each of the layers are preferably produced by means of vacuum vapor 
deposition. The use of "preferably" indicates that vacuum vapor deposition is preferred but other 
methods are possible. Also, Heim states "layers can, if possible, also be printed on," and it is 
noted that the plural term layers refers to all of the layers introduced above in the same 
paragraph — layers A, D, R, M. Finally, while the last sentence of the paragraph mentions that 
the magnetic layer can be printed using a printing ink, this is merely exemplary of one of the 
layers, and there is nothing to indicate that the use of printing inks is limited to only the magnetic 
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layer. Finally, in response to applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA1971). 

Applicant also argues that Heim fails to disclose or suggest the use of dispersion particles 
with monomodal or oligomodal size distribution in the printed spacer layer. Applicant states that 
the assertion in the Office action that the use of particles having the same size or close thereto 
produces coatings having higher uniformity has no evidentiary support, and is wrong with 
respect to particles of oligomodal size distribution. Applicant states that just because a coating 
includes particles having the same size or close thereto does not imply that a coating will have 
higher uniformity. Applicant also argues that it is not necessary to utilize particles having the 
same size or close thereto in order to achieve a uniform coating. The Examiner notes that it is 
not necessary to use particles of the same size to achieve a uniform coating, and further notes 
that degrees of uniformity is relative and art-specific. However, the Examiner maintains that it is 
generally known in the coating art that use of monomodal size distribution aids in achieving a 
constant viscosity and uniform delivery of the coating material, as well as repeatability in coating 
results. 

With respect to the Bonkowski publication, Applicant argues that there is no hint or 
suggestion that the dielectric layer 20 can be formed by a printed layer. It is noted that the 



Application/Control Number: 10/568,063 Page 4 

Art Unit: 1715 

Bonkowski publication is not cited for its teaching of printing, but rather for the materials 
disclosed with respect to claim 5, and use of a second spacer layer and second absorber layer, 
and manufacture of color shifting flakes, etc. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-4, 9-10, 13, 15, 20-34, and 39-41, and 45 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over DE 10202035 Al. 

US 7,085,058 B2 to Heim is used as a working English translation of DE 10203035 Al, 
and the cited column and line numbers are from patent number 7,085,058. 

DE '035 discloses a method of manufacturing a security element for security papers or 
documents or the like, and the resulting security element product, which contains a thin-layer 
element with color shift effect that has a reflection layer, an absorber layer, and a 
spacer/dielectric layer therebetween. DE '035 teaches that the layers are preferably produced by 
means of a vacuum vapor deposition method, however the "layers" (which includes the 
spacer/dielectric layer D introduced above in the paragraph) can also be printed on (see col. 5, 
lines 35-37 of Heim's US patent). DE '035 does not provide details of the composition used to 
perform printing of the dielectric layer D, however it is the Examiner's position that it would 
have been obvious for one having ordinary skill in the art to have used a dispersion of the 
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material taught for the dielectric layer D as the printing ink since a printing ink is a liquid 
composition and the materials taught by DE '035 (col. 4, lines 47-55) are solid at room 
temperature. Further, it would have been obvious for one having ordinary skill in the art to have 
used dispersion particles with monomodal (or oligomodal) size distribution because it is known 
in the coating art that use of particles of the same size, or close thereto, produces coatings having 
higher uniformity and more predictable/repeatable coating results since there will not be areas 
with greater thickness and less density due to the presence of large particles and areas with 
smaller thickness and more density due to the presence of small particles, as well as uniform 
viscosity and delivery of the coating material. 

As to claim 32, it would have been obvious to have used any conventional printing 
method, including those claimed, to apply a dielectric layer dispersion with the expectation of 
successful results since there is not a teaching to the contrary. 

As to claims 2-4 and 33-34, it would have been obvious to have used particles having a 
spherical shape since those are most common, and to have formed a monolayer of particles to 
ensure that the thickness uniformity of the dielectric layer remains uniform. Further, it would 
have been obvious for one having ordinary skill in the art to have used particles having a size in 
the claimed range since DE '035 teaches that the thickness of the dielectric layer is usually in the 
range of 100 to 1000 nm (col. 4, lines 55-56). As to claim 9, it is noted that in the case where 
particles of more than a single size are used, the smaller particles would necessarily settle in the 
spaces between the larger dispersion particles. 

As to claim 10, DE '035 teaches use of reflection layer materials that are opaque (col. 4, 
lines 63-64). 



Application/Control Number: 10/568,063 Page 6 

Art Unit: 1715 

As to claims 13 and 15, DE '035 teaches that a plurality of dielectric layers D may be 
applied (col. 4, lines 58-62). 

As to claims 20-22, 24, and 39-40, DE '035 teaches applying the absorber layer, spacer 
layer, and reflection layer in the recited order, or vice versa (see Figures 6 and 7). Further, DE 
'035 teaches there may be an aeral diffraction structure provided on the carrier by embossing in 
col. 5, lines 56-67. 

As to claims 23 and 41, DE '035 teaches that the absorber layer is vapor deposited in col. 
5, lines 21-22, and the absorber layer would necessarily have the claimed transmission since 
similar materials are taught for the absorber layer in DE '035 as in the instant specification. 

5. Claims 5, 11-12, 16-18, 42-44, and 46-50, 54-59, and 64 are rejected under 35 

U.S.C. 103(a) as being unpatentable over DE 10202035 Al as applied to claims 1 and 31 above, 

and further in view of WO 0 1/03945 Al . 

Throughout its teachings, DE '035 cites WO 0 1/03945 for many of the features of its 
invention. WO '945 is similarly directed to the manufacture of a color shift security element. 

With respect to claim 5, DE '035 teaches that the dielectric layer D may be one of the 
dielectric materials taught in WO '945. WO '945 teaches exemplary materials for a dielectric 
layer on pages 6-7, including the broad teaching of use of "organic monomers and polymers" 
(page 7, line 4), some of which would necessarily fall within the melting point range of claim 5. 

As to claims 16-18 and 42-44, WO '945 teaches that the security element may be formed 
using a second spacer layer and second absorber layer so that a color shift is recognizable on two 
sides (col. 9, lines 20-29). It would have been obvious for one having ordinary skill in the art to 



Application/Control Number: 10/568,063 Page 7 

Art Unit: 1715 

have used a similar structure in the method of DE '035 with the expectation of successful results 
since the teachings of WO '945 are incorporated into the reference of DE '035. It would have 
further been obvious to have applied the second spacer layer by printing, as discussed above, 
because use of printing is generally discussed as a means to apply the dielectric/spacer layer in 
DE '035. 

As to claims 11-12, WO '945 teaches use of semitransparent metal layer as the reflection 
layer, or a transparent reflection layer (col. 7, lines 18-30). It would have been obvious to have 
incorporated this teaching into the reflection layer of DE '035 's color shift element with the 
expectation of similar, successful results. 

With respect to independent claims 46, 55, and 56, WO '945 discloses an alternative 
embodiment of its invention where the color shifting optical coating of its first embodiment, 
which is similar to the embodiment disclosed in DE '035, may be used to form color shifting 
flakes that may be incorporated into a printing ink (see page 9, line 20 to page 10, line 29 of WO 
'945). WO '945 teaches forming pigments having the layer structure discussed above by 
applying the layers, then removing the element from the substrate, grinding the element into 
particles having a predetermined particle size, and mixing the particles (now color shifting 
pigments) with a binding agent to form a security ink. It would have been obvious to one having 
ordinary skill in the art to have similarly prepared a security ink having color shifting pigments 
formed from flakes of a security element formed by the process of DE '035 discussed above 
(including applying the spacer/dielectric layer by printing) with the expectation of similar, 
successful results. 



Application/Control Number: 10/568,063 Page 8 

Art Unit: 1715 

The limitations of claims 47-50, 54, 57-59, and 64 are rejected for the same reasons as 
discussed above with respect to the dependent claims limitations of independent claims 1 and 3 1 . 



6. Claims 1-4, 6, 9-10, 13, 15, 20-34, and 39-41, and 45 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over WO 03/016073. 

US 2005/0001038 to Walter et al. is used as a working English translation of WO 
03/016073, and the cited column and line numbers are from US 2005/0001038. 

WO '073 discloses a method of manufacturing a security element for security papers or 
documents or the like, and the resulting security clement product, which contains a thin-layer 
element with color shift effect that has a reflection layer 2, an absorber layer 4, and a 
spacer/dielectric layer 3 therebetween (see abstract of Walter et al). WO '073 teaches that the 
spacer layer is preferably formed in text or pattern (paragraph [0016]) and such may be 
performed by a wet chemical route (paragraph [0019]) as opposed to vapor deposition. WO '073 
does not provide details of the composition used to perform printing of the spacer layer 3, 
however it is the Examiner's position that it would have been obvious for one having ordinary 
skill in the art to have used a dispersion of the material taught for the spacer layer 3 since "wet 
chemical" refers to a liquid composition. Further, it would have been obvious for one having 
ordinary skill in the art to have used dispersion particles with monomodal (or oligomodal) size 
distribution because it is known in the coating art that use of particles of the same size, or close 
thereto, produces coatings having higher uniformity and more predictable/repeatable coating 
results since there will not be areas with greater thickness and less density due to the presence of 
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large particles and areas with smaller thickness and more density due to the presence of small 
particles, as well as uniform viscosity and delivery of the coating material. 

As to claim 32, it would have been obvious to have used any conventional printing 
method, including those claimed, to apply a spacer layer dispersion with the expectation of 
successful results since WO '073 teaches that the spacer layer is formed non-uniformly in the 
form of text or pattern. 

As to claims 2-4 and 33-34, it would have been obvious to have used particles having a 
spherical shape since those are most common, and to have formed a monolayer of particles to 
ensure that the thickness uniformity of the dielectric layer remains uniform. Further, it would 
have been obvious for one having ordinary skill in the art to have used particles having a size in 
the claimed range since WO '073 teaches that the thickness of the dielectric layer is usually in 
the range of 20-2000 nm (paragraph [0016]). As to claim 9, it is noted that in the case where 
particles of more than a single size are used, the smaller particles would necessarily settle in the 
spaces between the larger dispersion particles. 

As to claims 5 and 6, WO '073 teaches use of polystyrene as the spacer layer in 
paragraph [0010] of Walter et al. 

As to claim 10, the reflective mirror layer, such as gold which is taught in paragraph 
[0067], would necessarily be opaque. 

As to claims 13 and 15, it would have been obvious to have applied a plurality of spacer 
layers with the expectation of similar results as a single thicker layer, in the absence of a showing 
of criticality. 
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As to claims 20-22, 24, and 39-40, WO '073 teaches applying the absorber layer, spacer 
layer, and reflection layer in the recited order, or vice versa (see Figures 3 and 4). Further, WO 
'073 teaches there may be an aeral diffraction structure provided on the carrier to provide 
holographic structure in paragraph [001 1] of Walter et al. 

As to claims 23 and 41, WO '073 teaches that the absorber layer is vapor deposited, and 
the absorber layer would necessarily have the claimed transmission since similar materials are 
taught for the absorber layer in WO '073 as in the instant specification. 

7. Claims 1 1-12, 16-18, 42-44, and 46-51, 54-59, and 64 are rejected under 35 

U.S.C. 103(a) as being unpatentable over WO 03/016073 as applied to claims 1 and 31 above, 

and further in view of WO 0 1/03945 Al . 

WO '945 is similarly directed to the manufacture of a color shift security element. 

As to claims 16-18 and 42-44, WO '945 teaches that a security element may be formed 
using a second spacer layer and second absorber layer so that a color shift is recognizable on two 
sides (col. 9, lines 20-29). It would have been obvious for one having ordinary skill in the art to 
have used a similar structure in the method of WO '073 with the expectation of successful results 
since the references are similarly related to the manufacture of color shift security elements. 

As to claims 11-12, WO '945 teaches use of semitransparent metal layer as the reflection 
layer, or a transparent reflection layer (col. 7, lines 18-30). It would have been obvious to have 
incorporated this teaching into the reflection layer of WO '073's color shift element with the 
expectation of similar, successful results. 
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With respect to independent claims 46, 55, and 56, WO '945 discloses an alternative 
embodiment of its invention where the color shifting optical coating of its first embodiment, 
which is similar to the embodiment disclosed in WO '073, may be used to form color shifting 
flakes that may be incorporated into a printing ink (see page 9, line 20 to page 10, line 29 of WO 
'945). WO '945 teaches forming pigments having the layer structure discussed above by 
applying the layers, then removing the element from the substrate, grinding the element into 
particles having a predetermined particle size, and mixing the particles (now color shifting 
pigments) with a binding agent to form a security ink. It would have been obvious to one having 
ordinary skill in the art to have similarly prepared a security ink having color shifting pigments 
formed from flakes of a security element formed by the process of WO '073 discussed above 
(including applying the spacer/dielectric layer by printing) with the expectation of similar and 
successful results. 

The limitations of claims 47-51, 54, 57-59, and 64 are rejected for the same reasons as 
discussed above with respect to the dependent claims limitations of independent claims 1 and 3 1 . 

Allowable Subject Matter 

8. Claims 7-8, 14, 19, 35-38, 52-53, and 60-63 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. These claim limitations are not taught 
or fairly suggested by the prior art of DE '035 or WO '073. 
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Conclusion 

9. Applicant's submission of an information disclosure statement under 37 CFR 1 .97(c) with 
the fee set forth in 37 CFR 1 . 17(p) on May 27, 2010 prompted the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 609.04(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten C. Jolley whose telephone number is 571-272-1421. The 
examiner can normally be reached on Monday to Tuesday and Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kirsten C Jolley/ 

Primary Examiner, Art Unit 1715 
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